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DETAILED ACTION 

Response to Amendment 

1 . The amendment filed on 1 2/ 1 7/20 1 0 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-6, 8-10, 23-28 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 2,900,182 to Hinks in view of USPN 3,958,840 to Hickox. 

Hinks discloses thrust bearings comprising layers of elastomeric material and layers of 
metal (see entire document including column 2, lines 9-24). A metal layer corresponds to the 
claimed shim member. Hinks discloses that the shim member may be annular and planar (see 
Figure 7 and column 9, lines 31-42). 

Hinks does not mention the metallic members having a plurality of openings, but Hickox 
discloses that it is known in the thrust bearing art to construct metallic members with a welded 
wire screen construction to improve production and lower costs (see entire document including 
Figure 3 and column 1, lines 47-68). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the member with the welded 
wire screen disclosed by Hickox, motivated by a desire to improve production and lower costs. 
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Regarding claims 2, 10, 24, 27 and 32, Hickox discloses that the wire screen metallic 
material may be bare steel (column 2, lines 38-49). 

Regarding claims 3 and 25, Hickox discloses that the wire screen is a wire mesh (column 
1, lines 52-68). 

Regarding claims 4, 5, 26 and 27, Hickox discloses that the wire screen metallic material 
may be a refractory metal (column 1, lines 52-68). 

Regarding claims 6 and 28, the wire mesh has an open area of between 20 and 80% 
because it is constructed with a mesh size of about 10 (Figure 3 and column 2, lines 38-49). 

Regarding claims 8 and 30, Hickox discloses that the wire mesh screen is an open-weave 
structure (column 1, lines 52-56). Hickox does not appear to mention preshaping (crimping) the 
wires, but absent a showing to the contrary, it is the examiner's position that the article of the 
applied prior art is identical to or only slightly different than the claimed article. Even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). The burden has been 
shifted to the applicant to show an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 218 USPQ 289 (Fed. Cir. 1983). The applied prior art either 
anticipated or strongly suggested the claimed subject matter. It is noted that if the applicant 
intends to rely on Examples in the specification or in a submitted declaration to show non- 
obviousness, the applicant should clearly state how the Examples of the present invention are 
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commensurate in scope with the claims and how the Comparative Examples are commensurate 
in scope with the applied prior art. 

Regarding claims 9 and 31, considering that wires are welded at their intersections 
(column 2, lines 38-49), the member would inherently have an effective thickness of about twice 
the diameter of the wire constituting the wire mesh. 

4. Claims 4, 5, 7, 26, 27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 2,900,182 to Hinks in view of USPN 3,958,840 to Hickox as applied to claims 1-6, 
8-10, 23-28 and 30-32 above, and further in view of USPN 4,227,858 to Donguy. 

Regarding claims 4, 5, 26 and 27, Hinks does not mention the use of stainless steel, but 
Donguy discloses that it is known in the art to use stainless steel (see entire document including 
column 2, lines 12-19). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the metallic member from any suitable metallic material, 
such as stainless steel, because it has been held to be within the general skill of a worker in the 
art to select a known material on the basis of its suitability and desired characteristics. 

Regarding claims 7 and 29, Hinks does not mention the claimed member thickness, but 
Donguy discloses that it is known in the art to use metallic layers with a thickness of about 0.8 
mm (column 2, lines 56-60). Therefore, it would have been obvious to one having ordinary skill 
in the art at the time the invention was made to make the member with a thickness of about 1 
mm, because it is within the general skill of a worker in the art to select a member thickness on 
the basis of its suitability and desired characteristics. 
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5. Claims 1-6, 8-10, 23-28 and 30-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over USPN 3,958,840 to Hickox in view of USPN 2,900,182 to Hinks. 

Hickox discloses thrust bearings comprising layers of elastomeric material and layers of 
metal (see entire document including column 2, lines 21-37). A metal layer corresponds to the 
claimed shim member. Hickox discloses that the shim member is a metallic welded wire screen 
comprising openings (see entire document including column 1, lines 52-68 and Figure 3). 

Hickox illustrates a frusto-conical shape and does not appear to specifically mention the 
claimed substantially planar shape. Hinks discloses that it is known in the thrust bearing art to 
construct a thrust bearing in any desired shape such as frusto-conical or planar (see entire 
document including Figures, column 1, lines 18-25, column 7, lines 19-26, and column 9, lines 
31-42). Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to make the shim member in any known thrust bearing shape, such as 
planar, because some thrust bearing applications require a planar shape. 

Regarding claims 2, 10, 24, 27 and 32, Hickox discloses that the wire screen metallic 
material may be bare steel (column 2, lines 38-49). 

Regarding claims 3 and 25, Hickox discloses that the wire screen is a wire mesh (column 
1, lines 52-68). 

Regarding claims 4, 5, 26 and 27, Hickox discloses that the wire screen metallic material 
may be a refractory metal (column 1, lines 52-68). 

Regarding claims 6 and 28, the wire mesh has an open area of between 20 and 80% 
because it is constructed with a mesh size of about 10 (Figure 3 and column 2, lines 38-49). 
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Regarding claims 8 and 30, Hickox discloses that the wire mesh screen is an open-weave 
structure (column 1, lines 52-56). Hickox does not appear to mention preshaping (crimping) the 
wires, but absent a showing to the contrary, it is the examiner's position that the article of the 
applied prior art is identical to or only slightly different than the claimed article. Even though 
product-by-process claims are limited by and defined by the process, determination of 
patentability is based on the product itself. The patentability of a product does not depend on its 
method of production. If the product in the product-by-process claim is the same as or obvious 
from a product of the prior art, the claim is unpatentable even though the prior product was made 
by a different process. In re Thorpe, 227 USPQ 964, 966 (Fed. Cir. 1985). The burden has been 
shifted to the applicant to show an unobvious difference between the claimed product and the 
prior art product. In re Marosi, 218 USPQ 289 (Fed. Cir. 1983). The applied prior art either 
anticipated or strongly suggested the claimed subject matter. It is noted that if the applicant 
intends to rely on Examples in the specification or in a submitted declaration to show non- 
obviousness, the applicant should clearly state how the Examples of the present invention are 
commensurate in scope with the claims and how the Comparative Examples are commensurate 
in scope with the applied prior art. 

Regarding claims 9 and 31, considering that wires are welded at their intersections 
(column 2, lines 38-49), the member would inherently have an effective thickness of about twice 
the diameter of the wire constituting the wire mesh. 
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6. Claims 4, 5, 7, 26, 27 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over USPN 3,958,840 to Hickox in view of USPN 2,900,182 to Hinks as applied to claims 1-6, 
8-10, 23-28 and 30-32 above, and further in view of USPN 4,227,858 to Donguy. 

Regarding claims 4, 5, 26 and 27, Hickox does not mention the use of stainless steel, but 
Donguy discloses that it is known in the art to use stainless steel (see entire document including 
column 2, lines 12-19). It would have been obvious to one having ordinary skill in the art at the 
time the invention was made to make the steel member from any suitable metallic material, such 
as stainless steel, because it has been held to be within the general skill of a worker in the art to 
select a known material on the basis of its suitability and desired characteristics. 

Regarding claims 7 and 29, Hickox does not mention a member thickness, therefore, it 
would have been obvious to look to the prior art for conventional thicknesses. Donguy provides 
this conventional teaching showing that it is known in the art to use metallic layers with a 
thickness of about 0.8 mm (column 2, lines 56-60). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to make the member with 
a thickness of about 1 mm, motivated by the expectation of successfully practicing the invention 
of Hickox and because it is within the general skill of a worker in the art to select a thickness on 
the basis of its suitability and desired characteristics. 
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Response to Arguments 

7. Applicant's arguments filed 12/17/2010 have been fully considered but they are not 
persuasive. 

The applicant asserts that at the welded wire intersections there is no pathway for gas 
flow above or below the wires. Applicant's argument is not persuasive because that the feature 
upon which applicant relies is not recited in the rejected claims. The current claims simply 
require that the member at least partly defines a plurality of radially extending gas flow paths. 
Illustrated below is Figure 3 of Hickox which is a fragmentary section taken on line 3-3 of 
Figure 2 (column 2, lines 9-17). Arrows have been drawn to illustrate at least partly defined 
radially extending gas flow paths: 




FIG. 2 
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Radial Flow Paths 




FIG. 3 



The woven knuckle intersections (4) protrude to provide channels that at least partly 
define radially extending flow paths (see arrows). It is noted that perpendicular flow paths 
(channels) also exist due to the woven knuckle intersections (4). The applicant is directed to 
page 7, lines 5-15 of the current specification wherein the claimed partly defined flow paths 
(channels) are discussed. 

The applicant asserts that when the woven wire mesh is located between rubber layers the 
rubber layers eliminate the claimed gas flow paths. Applicant's argument is not persuasive 
because the current specification discloses that "partly" defined gas flow paths are paths partly 
defined by an opposing surface in cooperation with the structure of the member (page 7, lines 5- 
15). 

The applicant asserts that there is no motivation to combine the references. The examiner 
respectfully disagrees. 
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Regarding the rejection of Hinks in view of Hickox, Hinks does not mention the metallic 
members having a plurality of openings, but Hickox discloses that it is known in the thrust 
bearing art to construct metallic members with a welded wire screen construction to improve 
production and lower costs (see entire document including Figure 3 and column 1, lines 47-68). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to make the member with the welded wire screen disclosed by Hickox, 
motivated by a desire to improve production and lower costs. 

Regarding Hickox in view of Hinks, Hickox illustrates a frusto-conical shape and does 
not appear to specifically mention the claimed substantially planar shape. Hinks discloses that it 
is known in the thrust bearing art to construct a thrust bearing in any desired shape such as 
frusto-conical or planar (see entire document including Figures, column 1, lines 18-25, column 7, 
lines 19-26, and column 9, lines 31-42). Therefore, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to make the shim member in any 
known thrust bearing shape, such as planar, because some thrust bearing applications require a 
planar shape. 

The applicant asserts that Hinks teaches away from using metallic plates having openings 
because Hinks wants to prevent the extrusion of elastomeric material. Applicant's argument is 
not persuasive because Hinks refers to the prevention of rubber material extruding "from 
between the plates" due to compressive force (column 2, lines 9-24). There is no teaching or 
suggestion that the use of metallic plates with openings would result in the elastomeric material 
extruding from between the plates. 
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Conclusion 

8 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Conclusion 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew T. Piziali whose telephone number is (571) 272-1541. 
The examiner can normally be reached on Monday-Friday (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Angela Ortiz can be reached on (571) 272-1206. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Andrew T Piziali/ 

Primary Examiner, Art Unit 1798 



